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DETAILED ACTION 

1. Application # 09/994,672 was filed on 11/28/2001. Claims 1-20 are subject to 

examination. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. 

As per claim 1-9, the claim recites “The mail program of..” which is considered 

non-statutory subject matter because this may be interpreted as written software code 

on a piece of paper. 

As per claim 12-13, the claim recites “ An email “ which is considered non- 

statutory subject matter because this may be interpreted as written software code on 

piece of paper. 

As per claim 14-20, the claims recites “A software application having instructions 

that when executed by a processor cause the processor to execute the steps 

comprising the steps of: “ is considered non-statutory subject matter because this may 

be interpreted as written software code on piece of paper. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 

of 1999 (AlPA) and the Intellectual Property and High Technology Technical 

Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 

directly or indirectly from an international application filed before November 29, 2000. 

Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 

to the amendment by the AlPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-2,5-18,20 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Shaw et al. U.S. Patent # 6,247,045 (hereinafter Shaw) 

2. As per claim 1, Shaw teaches a mail program comprising: 

-a first email (Fig. 8A) having a first message (Fig. 8A element 800) with at least 

one primary recipient (Fig. 8A element “TO:"); and 

-a second email (Fig. 8A) having a second message (Fig. 8A element 802) with 

at least one secondary recipient (Fig. 8A element “CC”), the second e-mail associated 

with the first email and processed simultaneously with the first email (Fig. 8A) (column 8 

lines 64-67) (column 9 lines 1-9). 

In this figure, there are two recipients. Primary recipients are addressed in “TO: 

Developers” and secondary recipients are addressed in “CC: Vance Worthingly, Mike 

Foster, etc.) 

3. As per claim 2, Shaw teaches the mail program of claim 1, wherein each of the at 
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least one secondary recipient(s) are different than the at least one primary recipient(s). 

(Fig. 8A element “TO” and “CC”) 

In this figure, there are two recipients. Primary recipients are addressed in “TO: 

Developers” and secondary recipients are addressed in “CC: Vance Worthingly, Mike 

Foster, etc.) 

4. As per claim 5, Shaw teaches the mail program of claim 1, wherein the first 

message and the second message are created by a sender and simultaneously 

transmitted by mail program. (Fig. 8A) (column 8 lines 64-67) (column 9 lines 1-9). 

In the figure 8A, the upper left hand corner it shows the first and second 

messages are created by a sender and simultaneously transmitted by mail program 

because it has the sender name “Julie Key” and the date “12/18/98” and time “4:35PM” 

5. As per claim 6, Shaw teaches the mail program of claim 1, wherein the first 

message and the second message are simultaneously received by the mail program for 

one of the primary recipient (Fig. 8B message 810) and the secondary recipient (Fig. 8c 

element 812 and 806) (Column 9 lines 10-19) 

In he figure 8B, it shows the primary recipient receiving the message, and in Fig. 

8C, the secondary recipient receiving first message with the second message. 

6. As per claim 7, Shaw teaches the mail program of claim 1, wherein the first email 

and the second email are transmitted to each of the at least one primary recipient and 

the at least one secondary recipient as a single electronic mail. (Fig. 8A) (column 8 lines 

64-67) (column 9 lines 1-9). 

In figure 8A, it shows both are transmitted in single electronic mail. 
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7. As per claim 8, Shaw teaches the mail program of claim 1, wherein at least one 

of the at least one secondary recipients receives the first message and the second 

message. (Fig. 8C element 812 and 806) (column 9 lines 10-19) 

In figure 8C, it shows that Vance receives first message (Fig. 8C element 812) 

and the second message (Fig. 8C element 806). 

8. As per claim 9, Shaw teaches the mail program of claim 1, wherein at least one 

of the at least one primary recipient receives the first message but not the secondary 

message. (Fig. 8B element 810) (column 9 lines 10-19) 

In the figure 8B, it shows the primary recipients (Fig. 8B element “TO: 

Developers”) received the primary message (Fig 8B element 810) but not the secondary 

message (Fig. 8A element 802) 

9. As per claim 10, Shaw teaches the mail program of claim 1, wherein said mail 

program comprises a mail service (column 6 lines 38-56) (fig. 4). 

10. As per claim 11, Shaw teaches the mail program of claim 1, wherein said mail 

program comprises a mail client (column 6 lines 38-56) (Fig. 3 & 4). 

11 .As per claim 12, Shaw teaches an email comprising: 

-a primary window (Fig. 8A element “big solid line outside box”) having a primary 

message (Fig. 8A element 800) with at least one primary recipient (Fig. 8A element 

“TO:”): and 

-a secondary window (Fig. 8A element “dotted-line inner box”) having a 

secondary message (Fig. 8A element 802) with at least one secondary recipient (Fig. 
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8A element “CC”), the secondary window separate from and associated with the 

primary window. (Fig. 8A) 

In Fig. 8A it shows that boxes are separate and it is associated with the primary 

window (Fig. 8A element “dotted-line inner box”) 

12. As per claim 13, Shaw teaches the email of claim 12, wherein each of the at least 

one recipient(s) are different than the at least one primary recipient(s). (Fig. 8A element 

“TO” and “CC”) 

In this figure, there are two recipients. Primary recipients are addressed in “TO: 

Developers” and secondary recipients are addressed in “CC: Vance Worthingly, Mike 

Foster, etc.) 

13. As per claim 14, Shaw teaches a software application having instructions that, 

when executed by a processor, cause the processor to execute the steps comprising 

the steps of (Fig. 2,3,4): 

-processing a primary email (Fig. 8A) having at least one primary recipient (Fig. 

8A element “TO:”)and 

-processing a secondary email (Fig. 8A) having at least one secondary recipient 

(Fig. 8A element “CC"), the secondary email associated with the primary email and 

processed simultaneously with the processing of the primary email (Fig. 8A) (column 8 

lines 64-67) (column 9 lines 1-9). 

In this figure, there are two recipients. Primary recipients are addressed in “TO: 

Developers” and secondary recipients are addressed in “CC: Vance Worthingly, Mike 

Foster, etc.) 
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14. As per claim 15, it teaches same limitations as claim 2 therefore rejected under 

same basis. 

15. As per claim 16, Shaw teaches the software application of claim 14, wherein said 

processing the primary email comprises generating the primary email (Fig. 8A element 

800) and said processing the secondary email comprises generating the secondary 

message email (Fig. 8A element 802). 

16. As per claim 17, Shaw teaches the software application of claim 14, wherein said 

processing the primary email comprises receiving the primary email (Fig. 8A element 

800, Fig. 8B element 810) and said processing the secondary email comprises 

generating the secondary message email (Fig. 8A element 802, Fig. 8C element 812, 

806). 

17. As per claim 18, Shaw teaches the email of claim 12, wherein the secondary 

window is sent but not displayed to, the primary recipient (Fig. 8B & Fig. 8A). 

In figure 8a, it shows the secondary window is sent but in the Fig. 8B it shpws the 

secondary window is not displayed. 

18. As per claim 20, Shaw teaches the software application of claim 14, wherein said 

processing the primary email comprises transmitting the primary email (Fig. 8A element 

800) to the at least one primary recipient (Fig. 8A element “TO; Developers), and said 

processing the secondary email comprises transmitting the secondary email (Fig. 8A 

element 802) to the at least one secondary recipient (Fig. 8A element “CC: Vance 

Worthingly”) (column 8 lines 65-67) (column 9 lines 1-19). 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw et 

al. U.S. Patent 6,247,045 (hereinafter Shaw) in view of Thurlow et al. U.S. Patent # 

6,456,879 (hereinafter Thurlow) 

As per claim 19, Shaw teaches the email of claim 12, but fails to teach further 

comprising a primary tab associated with the primary window and a secondary tab 

associated with the secondary window, wherein the primary and secondary tabs enable 

the selective display of the primary window and secondary window. Thurlow teaches a 

primary tab associated with the primary window (Fig. 3 element “General”) and a 

secondary tab associated with the secondary window (Fig. 3 element “Connection”), 

wherein the primary and secondary tabs (Fig. 3 element 301) enable the selective 

display of the primary window and secondary window. It would have obvious to one of 

ordinary skill in the art at the time of applicant’s invention to implement Shaw’s invention 

in Thurlow’s invention to come up with a tab associated with primary and secondary 

window in order to view selective display of primary and secondary window. The 

motivation for doing so would have been to distinguish between primary and secondary 

window and in order to view those windows separately. 
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Claims 3,4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw et 

al. U.S. Patent 6,247,045 (hereinafter Shaw). 

19. As per claim 3, Shaw teaches the mail program of claim 1,but is silent on wherein 

the at least one secondary recipient(s) are the same as the at least one primary 

recipient(s). (Fig. 8A). It would have been obvious to one of ordinary skill in the art at 

the time of applicant’s invention to add at least one secondary recipient(s) (“CC:”) name 

in the primary recipient section (“TO:”). The motivation for doing so would have to 

address the issue written in the e-mail to the one secondary recipient who was added to 

the primary recipient and to send a private e-mail to the secondary recipients. 

As per claim 4, Shaw teaches the mail program of claim 1, further comprising a 

plurality of primary recipients, wherein the at least one secondary recipient is one of the 

plurality of primary recipients. (Fig. 8A). It would have been obvious to one of ordinary 

skill in the art at the time of applicant’s invention to add one of plurality of primary 

recipient(s) (“TO:”) name in the secondary recipient section (“CC:”). The motivation for 

doing so would have to address the issue written in the e-mail to the let the secondary 

recipients know about the issue being addressed to the plurality of primary recipient and 

to send a private e-mail to the secondary recipients. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

A). “Method and Apparatus for sending private messages within a single 

electronic message” by Shaw et al. U.S. Patent # 6,247,045 



Application/Control Number: 09/994,672 

Art Unit: 2151 

Page 10 

A shortened statutory period for response to this action is set to expire 3 (three) 

months and 0 (zero) days from the mail date of this letter. Failure to respond within 

the period for response will result in ABANDONMENT of the applicant (see 35 U.S.C 

133, M.P.E.P 710.02, 710.02(b)). 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Dhairya A Patel whose telephone number is (571) 272- 

4066. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 

supervisor, Zarni Maung can be reached on (571) 272-3939. The fax phone number for 

the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 
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